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07/ 16/91 



is application has been examined S^Responsive to 



communication filed on 



action Is made final. 



A shortened statutory period for response to this action is set to expire _ 



. month(s). 



from the date of this letter. 



Failure to respond within the period for response will causa the application to become abandoned. 35 U.S.C. 133 
Part I THE FOLLOWING ArrACHMENT(S) ARE PART OF THIS ACTION: 



Notice of References Cited by Examiner, PTO-892. 
3. 1^ Notice of Art Cited by Applicant, PTO-144S. 

Infomiation on How to Effect Drawing Changes, PTO-1474. 



2. CD Notice re Patent Drawing, PTO-948. 

4. □ Notice of Informal Patent Application, Form PTO- i 52 

6. □ 



Part II SUMMARY OF ACTION 

1. Claims 



/-'7 



_ are pending in the apphcation. 



Of ihe above, claims 



2. [U Claims 

3. CD Claims 

4. ^^i^ims 

5. CD Claims 

®- D Claims |_ subject to restriction or election roquiremeiit. 

7..0h-rhi5 application has-been filed with informal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes. 

Formal drawings are required in response to this Office action. 
9. CD The corrected or substitute drawings have been received on 



_ are withdrawn from c<.n =;ideraiion. 

have been canctsiied. 

are allowed. 

are rejected. 

are-objo lo. 



Under 37 C.F.R. 1 .84 titese drawings 



are □ acceptable; D not acceptable {see-explematron or Notice re Patent Drawing, PTO-948). 

The.propo3ed additional or substitute sheet(s) of drawings, filed on . has (have) been Q approved by the 

examiner: D disapproved by the examiner (see explanation). 

The proposed drawing connection, filed , has been □ approved; □ disapproved (see explanation). 

12. □ Acknowledgement is made of the daim for priority under U.S.C. 119. The certified copy has □ been received D not been received 



□ been filed In parent application, serial no. 



: filed on 



13. □ Since this application apppears to be in concfifion for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 193S CD. 11;4530.G. 213. 
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n 



Other 



PTOL.32e(Rov.».69) 



EXAMINER'S ACTIO.N 



Serial No. 07/256,689 - 2 - Art Unit: 187 



Applicant's arguments filed 4/23/91 have been fully 
considered and they are deemed to be persuasive to overcome the 
rejections applied in the previous office action mailed 10/23/90. 
Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejection under 35 
U. S. C. § 103 objections is reapplied and reiterated from the 
office action mailed 1/29/90. It constitutes the complete set 
presently being applied to the instant application. 

The following is a quotation of 35 U. S. C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action : 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection <f ) or <g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
v?ere, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U. S. C. § 103, 
the ewaminer presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C. F. R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in oi-der 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 
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Serial No. 07/256,689 - 3 - Art Unit: 187 

Claims 1-8 are rejected under 35 U. S. C. § 103 as being 
unpatentable over Kogan et al. 

This rejection is reapplied as givc?n in the office action 
mailed 1/29/90 for the following reason: 

The affidavit filed on 7/31/90 under 37 C. F. R. § 1.131 has 
been considered but is ineffective to overcome the Kogan et al. 
reference. Affidavits filed to swear back of a reference under 
37 C. F. R. § 1.131 must be signed by all inventors. The signing 
of this document by only Jeffrey S. Chamberlain, Ph. D. is 
therefore insufficient. See MPEP 715.04. 

Additionally applicants argue the Kogan et al. reference 
based on a multiple bands shown in Figure 1 of Kogan et al. as 
showing spurious results. The Examiner wishes to point out that 
applicants acknowledge that Kogan et al. is amplifying repetitive 
sequences. Such repetitive sequences are fully expected to 
produce multiple bands due to multiple sites at which primers can 
initiate the polymerase elongation reaction. Applicants go on to 
argue such aspects as primer composition, enzyme amount, and 
longer incubation times to accomplish the invention. These are 
standard optimization choices during enzyme reactions are 
acknowledged as such by applicants where they state that "PCR 
cycles performed must be optimized". 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 C. F. R. § 1.136(a). 
The practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
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response to a final rejection has been discontinued by the 

Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C. F. R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

This application contains claims 9-17 drawn to an invention 
non-elected with traverse in Paper No. 7, filed 8/16/90. A 
complete response to the final rejection must include 
cancellation of non-elected claims or other appropriate action 
(37 C.F.R. § 1.144) M.P.E.P. § 821.01. 

Papers related to this application may be submitted to Group 
180 by facsimile transmission. Papers should be faned to Group 
180 via the PTO Fax Center located in Crystal Mall 1. The faxing 
of such papers must conform with the notice published in the 
Official Gazette, 1096 OG 30 (November 15, 1989). 

The CMl Fax Center number is (703) 308-4227. 

Any inquiry concerning this communication should be directed 
to Ardin Marschel, Ph.D., at telephone number: (703) 308-0196. 




A. 



MARSCHEL: am 



July 12, 1991 




